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Art Unit: 21 14 

DETAILED ACTION 
Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1 .321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



2. Claims 1, 2, 4-8, 12, 14-17, 20-23 provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over 
claims 1-4, 6, 7, 9, 10, 11, 18, 19, 20, 22 of copending Application No. 10/839859 
(herein 859). 

Claims 1, 2, 4-8, 12, 14-17, 20-23 of the instant application are anticipated by 
claims 1 -4, 6, 7, 9, 1 0, 1 1 , 1 8, 1 9, 20, 22/859 in that claims 1-4, 6, 7, 9, 10, 11, 1 8, 1 9, 
20, 22/859 contain all of the limitations of claims 1, 2, 4-8, 12, 14-17, 20-23 of the 



instant application. Claims 1, 2, 4-8, 12, 14-17, 20-23 of the instant application therefore 
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are not patently distinct from the earlier patent claims, and as such are unpatentable for 
obvious-type double patenting. (In re Goodman (CAFC) 29 USPQ2d 2010). 

While limitations of the claims of 859 are broader than the claims of the instant 
application, the language and the disclosure of 859 indicate that the limitation of claims 
of the instant application are merely a subset of 859 These differences are not sufficient 
to render the claims patentably distinct. Georgia-Pacific Corp. v. United States 
Gympsum Co., 195 F.3d 1322, 1325, 52 USPQ2d 1590, 1593 (Fed. Cir. 1999). 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 26-29 rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

5. Referring to claim 26, and subsequently claims 27-29, Applicant claims a 
"system" comprising functionality implemented with logic. Such a system may be 
interpreted as disembodied software, which is considered non-statutory. Applicant may 
overcome this rejection by, for example, indicating this functionality is executed by a 
processor of the system. 

Claim Rejections - 35 USC § 102 
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6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1-6, 12-19 rejected under 35 U.S.C. 102(b) as being anticipated by 
US 5146460 to Ackerman et al. 

8. Referring to claim 1,12 Ackerman discloses a method for identifying erroneous 
transactions that occur during processor architecture verification testing, the method 
comprising: 

monitoring an interface (claim 1 2, all ports of an interface) (For example, from 
line 38 of column 6, "Communication and storage means 64".); 

determining information related to termination of a test case (From line 37 of 
column 8, "This sequence continues until user run criteria are attained, a model error is 
detected or a simulation miscompare is discovered."); 

and after the test case has terminated, identifying an incomplete transaction that 
should have completed prior to termination of the test case (From line 65 of column 2, 
"At this point in time, a software simulator is invoked which is initially set to a hardware 
accelerator state existing prior to the error condition." From line 24 of column 3, "The 
hardware accelerator may then be reinitialized to a different run state for a different test 
case or model or, it may be restarted from where it left off." See figures 4, 5.). 
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9. Referring to claim 2, 3, 13, Ackerman discloses monitoring an interface 
comprises monitoring a point-to-point (P2P) link network of a register transfer language 
(RTL) simulator (Abstract, "simulator". From line 50 of column 7, "VERILOG".). 

10. Referring to claim 4, 14, Ackerman discloses determining information related to 
termination of a test case comprises detecting a break signal asserted on the interface 
(From line 1 of column 8, "...interrupt... stop".). 

1 1 . Referring to claim 5, 15, Ackerman discloses determining information related to 
termination of a test case comprises receiving an indication that a test model has 
stopped processing (From line 1 of column 8, "...interrupt... stop... Additionally, a 
transmit signal may be supplied to accelerator 200 to cause information in storage 214 
to be passed to host processor 100 through channel interface 300.".). 

12. Referring to claim 6, 16, Ackerman discloses identifying an incomplete 
transaction comprises consulting a pending transactions list (From line 12 of column 3, 
"At this point, as a result of having stored previous checkpoint states and having 
recorded stimulus data available, the hardware accelerator may be interrupted and 
reloaded with a previously recorded checkpoint state. The hardware accelerator with the 
checkpoint state loaded is then allowed to operate using recorded stimulus data up until 
a time just before the error occurred, at which time the state of the simulator is passed 
on to a software simulator along with the recorded stimulus data,"). 

1 3. Referring to claim 1 7, Ackerman discloses means for identifying an incomplete 
transaction comprise means for disregarding at least one of transactions having a start 
time on or after the time at which a break signal was asserted and transactions that 



Application/Control Number: 10/700,289 Page 6 

Art Unit: 2114 

occur as a result of a break command being issued (From line 23 of column 8, "At 
appropriate times, a supervisor program running on the model under test in the 
accelerator signals that it needs work." Further, from line 58 of column 8, "Just prior to 
the needwork transfer containing the failing test case, the control software flags the 
particular test case. A macro within the model checks for the test case flag as simulation 
progresses. When the flag is detected at the beginning of the particular test case, the 
simulation run terminates and a model checkpoint is taken. This checkpoint data is sent 
to a software simulator with an identical model along with a record of transmissions to 
the model occurring after the checkpoint. That software model is initialized to the state 
from the last hardware accelerator checkpoint and now produces a complete cycle-by- 
cycle trace of all facilities in the model, as the simulation progresses. The cycle-by-cycle 
trace is produced by applying any stimulus that was transmitted to the hardware 
accelerator."). 

1 4. Referring to claim 1 8, Ackerman discloses means for identifying an incomplete 
transaction comprise means for flagging all pending transactions that are determined to 
be erroneous (From line 58 of column 8, "Just prior to the needwork transfer containing 
the failing test case, the control software flags the particular test case."). 

1 5. Referring to claim 1 9, Ackerman discloses the means for flagging comprise 
means for at least one of providing all completed packets associated with the 
transactions and providing a summary of each transaction that describes all processing 
associated with each transaction (From line 58 of column 8, "Just prior to the needwork 
transfer containing the failing test case, the control software flags the particular test 
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case. A macro within the model checks for the test case flag as simulation progresses. 
When the flag is detected at the beginning of the particular test case, the simulation run 
terminates and a model checkpoint is taken. This checkpoint data is sent to a software 
simulator with an identical model along with a record of transmissions to the model 
occurring after the checkpoint."). 

Allowable Subject Matter 

16. Claims 9-11, 24, 25 objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

1 7. Referring to claims 9-11, the prior art does not teach or fairly suggest identifying 
an incomplete transaction further comprises flagging all pending transactions other than 
those that were filtered out in the scope and context of the parent claims. 

18. Referring to claims 24, 25, the prior art does not teach or fairly suggest logic 
configured to flag erroneous transactions, in the scope and context of the parent claim. 

Conclusion 

19. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See notice of references cited. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gabriel L. Chu whose telephone number is (571) 272- 
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3656. The examiner can normally be reached on weekdays between 8:30 AM and 5:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Scott Baderman can be reached on (571) 272-3644. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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